United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Oflfice 
Address: COMMISSIONER FOR PATENTS 
P.O. Box I4S0 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/871,180 



21323 



05/31/2001 



Mark Tetreault 



7590 



03/16/2005 

testa, HURWITZ & THIBEAULT, LLP 
HIGH STREET TOWER 
125 HIGH STREET 
BOSTON, MA 02110 



SRT-016 



9989 



EXAMINER 



MASKULINSKi, MICHAEL C 



ART UNIT 



PAPER NUMBER 



2113 

DATE MAILED: 03/16/2005 



Please find below and/or attached an Office communication conceming this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summatv 


Application No. 

09/871.180 


Applicant(s) 

TETREAULT, MARK 


Examiner 

Micliael C Maskulinski 


Art Unit 

2113 





•• The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 24 January 2005 . 
2a)\3 This action is FINAL. 2b)K This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G, 213, 

Disposition of Claims 

4) ^ Claim{s) 1-29 is/are pending in the application. 

4a) Of the above claim(s) 14 is/are withdrawn from consideration. 

5) n Claim(s) __ is/are allowed. 

6) |EI Claim(s) 1-12 and 15-29 is/are rejected. 

7) 1^ Claim(s) 13 is/are objected to. 

8) n Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)\3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 11 9 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 -D Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) K Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Infomrial Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20050306 



Application/Control Number: 09/871 .180 Page 2 

Art Unit: 21 13 

Non-Final Office Action 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the Invention was known or used by others In this country, or patented or described In a printed 
publication in this or a foreign country, before the Invention thereof by the applicant for a patent. 

2. Claims 1-9, 19-21, and 24-27 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Kelley et al., U.S. Patent 6,170,029 B1. 

Referring to claim 1 : 

a. In column 5, lines 15-34, Kelley et al. teach an apparatus for isolating, in 
response to a device isolation signal and a bus idle status signal, a device from a 
bus without interrupting system operation. 

b. In column 5, lines 24-26, Kelley et al. disclose that the hot plug controller 
monitors the bus for an idle bus, to assure that the previous master is off the bus 
(bus interface logic in communication with the bus, the bus interface logic 
generating a signal indicating the idle status of the bus) 

c. In column 5, line 28, Kelley et al. disclose load control switches (an 
isolation switch in communication with the bus). 

d. In column 5, lines 15-17, Kelley et al. disclose that an operator initiates the 
hot plug sequence by requesting at a keyboard that a specific adapter be hot 
plugged (a device isolation control line). 
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e. In column 5, lines 26-30, Kelley et al. disclose that the hot plug controller 
and the load control logic change the state of the set of load control switches at 
the slot of the hot plug action. That action disconnects the slot and connects the 
dummy load (isolation control logic in communication with the bus interface logic, 
the device isolation control line, and the isolation switch) 

f. In column 5, lines 24-30, Kelley et al. disclose that the hot plug controller 
monitors the bus for an idle bus, to assure that the previous master is off the bus. 
The hot plug controller and the load control logic change the state of the set of 
load control switches at the slot of the hot plug action. That action disconnects 
the slot and connects the dummy load (wherein the isolation control logic 
transmits an isolation switch control signal to the isolation switch in response to 
the generated bus idle status signal from the bus interface logic and the received 
device isolation signal on the device isolation control line). 

Referring to claim 2, in column 5, lines 38-40, Kelley et al. disclose that the hot 
plug controller (bus interface logic) is capable of changing the states of the load 
switches, therefore, a state machine is inherent to the hot plug controller of Kelley et al. 

Referring to claim 3, although Kelley et al. don't disclose that the hot plug 
controller (bus interface logic) comprises combinatorial logic for reasons given in 
column 2, lines 25-33, it is inherent to the system of Kelley et al. because of the need to 
change states based upon certain signals. 

Referring to claim 4, in column 5, lines 24-26, Kelley et al. disclose that the hot 
plug controller monitors the bus (the bus interface logic monitors all bus transactions). 
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Referring to clainn 5, in column 5, lines 24-29. Kelley et al, disclose that the hot 
plug controller monitors the bus for an idle bus, to assure that the previous master is off 
the bus. The hot plug controller and the load control logic change the state of the set of 
load control switches at the slot of the hot plug action (the bus status signal generated 
by the bus interface logic indicates that the bus is idle). 

Referring to claim 6, although Kelley et al. don't disclose that the isolation control 
logic comprises combinatorial logic for reasons given in column 2, lines 25-33, it is 
inherent to the system of Kelley et al. because of the need to change states based upon 
certain signals. 

Referring to claim 7, in column 5, lines 15-17, Kelley et al. disclose that during a 
hot plug sequence, an operator initiates the sequence by requesting at a keyboard that 
a specific adapter be hot plugged (the isolation control logic receives the device 
isolation signal from logic monitoring the operational status of the system). 

Referring to claim 8, in column 5, lines 15-21 , Kelley et al. disclose that hot plug 
software along with the device driver quiesces the adapter such that the adapter is not 
doing operations on the PCI bus. The hot plug controller then isolates the PCI bus via a 
set of in-line load switches (the isolation control logic receives the device isolation signal 
from a hot-plug logic element). 

Referring to claim 9, in column 3, lines 18-23, Kelley et al. disclose that all four 
PCI slots have control signal output lines connected to a control signal bus. The control 
signals applied to the control signal bus include "presence detect" signals from the PCI 
slots, which indicate presence or absence of a PCI device in each of the four slots (the 
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hot-plug logic element generates the device isolation signal responsive to the physical 
removal of the device from its slot). 
Referring to claims 19 and 24: 

a. In column 5, lines 1 5-34, Kelley et al. teach a method for isolating a bus 
device from the bus. 

b. In column 5, lines 24-26, Kelley et al. disclose that the hot plug controller 
monitors the bus for an idle bus, to assure that the previous master is off the bus 
(receiving a bus idle status signal) 

c. In column 5, line 28, Kelley et al. disclose load control switches (an 
isolation switch in communication with the bus). 

d. In column 5, lines 15-17, Kelley et al. disclose that an operator initiates the 
hot plug sequence by requesting at a keyboard that a specific adapter be hot 
plugged (a device isolation control line). 

e. In column 5, lines 24-30, Kelley et al. disclose that the hot plug controller 
monitors the bus for an idle bus, to assure that the previous master is off the bus. 
The hot plug controller and the load control logic change the state of the set of 
load control switches at the slot of the hot plug action. That action disconnects 
the slot and connects the dummy load (transmitting an Isolation switch control 
signal responsive to both the received device isolation signal and the received 
bus idle status signal). 

Referring to claims 20 and 25, in column 5, lines 15-17, Kelley et al. disclose that 
an operator initiates the hot plug sequence by requesting at a keyboard that a specific 
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adapter be hot plugged (isolating the identified bus device from the bus responsive to 
the received bus device isolation signal). 

Referring to claim 26, in column 5, lines 24-30, Kelley et al. disclose that the hot 
plug controller monitors the bus for an idle bus. to assure that the previous master is off 
the bus. The hot plug controller and the load control logic change the state of the set of 
load control switches at the slot of the hot plug action. That action disconnects the slot 
and connects the dummy load (the bus device isolation means comprises an isolation 
switch). 

Referring to claims 21 and 27, in column 4, lines 46-49, Kelley et al. teach 
inhibiting bus access. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject nnatter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kelley et al., U.S. Patent 6,170,029 B1, and further in view of Nelvin etal., U.S. Patent 
6,708,283 B1. 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 
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by: (1 ) a showing under 37 CFR 1 .1 32 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 
matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1.321(c). For applications filed on or after November 29, 
1999, this rejection might also be overcome by showing that the subject matter of the 
reference and the claimed invention were, at the time the invention was made, owned 
by the same person or subject to an obligation of assignment to the same person. See 
MPEP § 706.02(0(1) and § 706.02(l)(2). 

Referring to claims 1 0 and 1 1 , in column 5, lines 1 5-1 7, Kelley et al. disclose that 
a hot plug sequence is initiated, however, Kelley et al. don't explicitly disclose that the 
hot plug sequence is initiated because the isolation control logic receives the device 
isolation signal from a protocol checker logic monitoring the validity of bus transactions 
and a protocol violation is detected. In column 6, lines 45-63, Nelvin et al. disclose error 
detection logic that determines a bus controller has failed based on errors in the 
communications from the bus controller, such as the bus controller using an address 
with a parity error and in response the hot plug controller isolates the bus controller. It 
would have been obvious to one of ordinary skill at the time of the invention to include 
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the protocol violation detector device isolation signal of Nelvin et al. into the system of 
Kelley et al. A person of ordinary skill in the art would have been motivated to make the 
modification because it is important to reduce downtime for single points of failure by 
detecting the failure and having redundant components that are hot-swappable (see 
Nelvin et al., column 1, lines 46-55). 

Referring to claim 12, in column 7, lines 11-12, Nelvin et al. teach that the bus 
transactions are communicated on the bus in relation to clock cycles. 
5. Claims 15-18, 22, 23, 28, and 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kelley et al., U.S. Patent 6,170,029 B1, and further in view of 
Sadana, U.S. Patent 6,453,429 B1. 

Referring to claim 15, in column 5. lines 15-17, Kelley et al. disclose that a hot 
plug sequence is initiated, however, Kelley et al. don't explicitly disclose that the 
isolation control logic comprises a timer measuring elapsed time. In column 2, lines 58- 
61, Sadana discloses that a status circuit is provided for monitoring the first and second 
units as well as a counting circuit that is measuring periods of bus inactivity during an 
active bus transfer sequences. It would have been obvious to one of ordinary skill at 
the time of the invention to include the timer of Sadana into the system of Kelley et al. A 
person of ordinary skill in the art would have been motivated to make the modification 
because although PCI based components are designed to conform to a standard, there 
are numerous occasions when the incompatibilities between the different components in 
the system or bugs in the code, can cause the PCI bus to hang (see Sadana: column 1 , 



Application/Control Number: 09/871 ,180 Page 9 

Art Unit: 2113 

lines 44-47). Therefore, there is a need for a means to detect the bus hang condition in 
order to prevent system failure. This is provided through the timer of Sadana. 

Referring to claim 16, in column 2, lines 58-61, Sadana discloses that a status 
circuit is provided for monitoring the first and second units as well as a counting circuit 
that is measuring periods of bus inactivity during an active bus transfer sequences (the 
timer measures elapsed time relative to a system event). 

Referring to claim 17, in column 2, lines 61-64, Sadana discloses a compare 
circuit that is in processing communication with the first and second units for comparing 
threshold counts provided with a threshold value circuit (a timeout signal is generated in 
response to the elapsed time exceeding a predetermined threshold). 

Referring to claim 18, in column 8, lines 23-26, Sadana discloses that the id of 
the master on the bus is trapped (device isolation signal). Further, in column 8, lines 
28-32, Sadana discloses that when the bus is hung (a timeout signal is received) the 
bus is reset after the bus master id is stored (the isolation control logic transmits a bus 
reset signal responsive to receiving both the device isolation signal and the timeout 
signal from the timer). 

Referring to claims 22 and 28, in column 5, lines 15-17, Kelley et al. disclose 
that a hot plug sequence is initiated, however, Kelley et al. don't explicitly disclose 
receiving a timeout signal and resetting the bus responsive to receiving both the timeout 
signal and the bus status idle signal indicating that the bus is not idle. In column 2, lines 
58-61 , Sadana discloses that a status circuit is provided for monitoring the first and 
second units as well as a counting circuit that is measuring periods of bus inactivity 
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during an active bus transfer sequences. Further, in column 8, lines 28-32, Sadana 
discloses that when the bus is hung (a timeout signal is received and the bus is not idle) 
the bus is reset. It would have been obvious to one of ordinary skill at the time of the 
invention to include the timeout signal and bus reset of Sadana into the system of Kelley 
et al. A person of ordinary skill in the art would have been motivated to make the 
modification because although PCI based components are designed to conform to a 
standard, there are numerous occasions when the incompatibilities between the 
different components in the system or bugs in the code, can cause the PCI bus to hang 
(see Sadana: column 1 , lines 44-47). Therefore, there is a need for a means to detect 
the bus hang condition in order to prevent system failure. This is provided through the 
timer of Sadana. 

Referring to claims 23 and 29, in column 3, lines 66-67 continued in column 4, 
lines 1-2, Kelley et al. teach isolating the bus controller from the bus. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The prior art cited is related to methods of hot swapping. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael C Maskulinski whose telephone number is (571) 
272-3649. The examiner can normally be reached on Monday-Friday 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert W Beausoliel can be reached on (571 ) 272-3645. The fax phone 
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number for the organization where this application or proceeding is assigned is 703- 
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